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.‘Mr. THURMOND, from the Committee on the Judiciary,
submitted the following

REPORT

[To accompany S. 1990]

The Committee on the Judiciary to which was referred thebill
990), with respect to the clarification and amendment of the
niam Act, having considered the same, reports favorably there-

with an amendment in the nature of a substitute and recom-
ends that the bill as amended do pass.

I. PURPOSE AND SUMMARY OF LEGISLATION

he purpose of S. 1990 is to amend and clarify certain provisions
he Lanham Act (15 U.S.C. § 1064) with respect to the function of
ademark or service mark and the circumstances under which a
‘may be cancelled or held to be abandoned. Specifically, S.
intended to clarify the accepted test to be used in determin-
whether or not a mark has become the common descriptive
e of an article or service.
51990 clarifies the Lanham Act by reaffirming and stating with
slori the basic principles of trademark law that have been
ated for more than half a century. First, S. 1990 prohibits
e of the so-called “motivation test” to determine genericism.
nd, it confirms that the established test for genericism is
her the primary significance of the mark to consumers of the
Uct or service in question is to identify a product or service
emanates from a particular source, known or unknown, or
er the mark merely functions as a common descriptive name
product or service irrespective of its source. ’
' ‘pam Act was originally enacted to, among other things,
te “confusing and conﬂicting interpretations of [the] various
mark] statutes by the courts.” Report of the Senate Commit-



‘_,icular‘jsource; no producer may usurp the terms for its exclusive
use. .
-The classic test for whether a trademark has become generic was
enunciated 60 years ago by Judge Learned Hand in Bayer Co. v.
d Drug Co., 272 F.2d 505, 509 (S.D.N.Y. 1921):

The single question, as I view it, in all these cases, is
merely one of fact: What do the buyers understand by the

rd for whose use the parties are contending? * * * Here
he question is whether the buyers merely understood the
vord :‘Aspirin” meant this kind of drug, or whether it
meant.that and more than that: i.e., that it came from the

ame single, though, if one please anonymous, source from
which they had got it before.

st involves an inquiry into what is the “primary signifi-
of the term in the minds of the relevant consumer and has
nerally been the controlling test used by the courts to determine
ericism. See Kellogg Co. v. National Biscuit Co., 205 U.S. 111
38); Vision Center v. Opticks, Inc., 596 F.2d 111 (5th Cir. 1979);
King-Seeley Thermos Co..v. Aladdin Industries, Inc., 321 F.2d 577
{24 Cir. 1963); DuPont Cellophane. Co. v. Waxed Products Co., 85
‘Fed. 75 (2d Cir. 1936). L :
Recently, however, an egregious deviation from and misapplica-
n-of this test has caused much confusion and concern.

ode r. S 1274. The Trade
' 46 U.S. Code, Cong. Serv., p. 1217
iﬁgr?inCE:gégas\ﬁég Act of 1984 is also designed to, promote thal

original goal. o |
1I. TRADEMARKS AND GENERICISM

A. TRADEMARKS'
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III. NEED FOR LEGISLATION

A. THE ANTI-MONOPOLY CASE

-On February 22, 1983, the Supreme Court let stand a decision of
Ninth Circuit Court of Appeals that held that the trademark
ation -of the term Monopoly for Parker Brothers’ real
trading board game was no longer valid. The Ninth Circuit
‘that Monopoly had become the ‘“common descriptive
-for that .type of board game and thus determined that
“Brothers no longer had protectable trademark rights in the
nti-Monopoly, Inc. v. General Mills Fun Group Inc., 684
318.(9th Cir. 1982). o '
legal battle that culminated in the threat to the Monopoly
rk arose out of a dispute between Parker Brothers and
lonopoly, Inc., the makers of “Anti-Monopoly: the ‘Bust-the-
Game.” Parker Brothers claimed the use of the term “Anti-
y” as the title of the game was an infringement of their

B. GENERICISM

) o functions of a trademark un ‘ \ : i

The above des({rlp'ét(}’l‘:) doi);};shiCh trademarks work, namel_x ed trademark Monopoly. Anti-Monopoly, Inc. disputed this
scores the central me ducts or services with a partic and argued, among other things, that Parker Brothers’ mark
identification of particular Proct nknown. Thus, to function ecome a generic term and therefore was no longer capable of
source, even if the acwatlsg‘iaz%éisﬁ‘éd in the mind of the consUlSEdlemark protection.
trademark, atter;!fl ;g:llls-ce sponsorship, approval or afﬁhgntora he District Court found that while “monopoly” is a “common
as an &ngslcﬁozrperform one or more of these funcfulc')r;%e :r e in the economic sense, its application to a game constitutes
term do rely as the common descriptive name oh & roose of unfamiliar use” and therefore permits its registration as a
servtisoglethey term is generic—it does not serve the purp demark. Anti-Monopoly, Inc. v. General Mills Fun Group, Inc.,
question, :

: : tion. Words : L4 !
trademark and t}{erefggedgnrﬁgt ::glg}ﬁg r;gnp?::ccrilptive names: U.S.P.Q.r 634 (N.D. Cal. 1977). The District Court went on to
as “car’ and “cola sO : '

the article, and there is no association of the term with any P
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' invalid because, al- -

is the trademark Monqpoly inva ]
thlc:ltfgrh 1gnce validly registered, it has nov;{t pgicor'}lﬁisgear;:gti y
or the common descriptidv_e natI}Illet otfh tehie?ml(;rfénopoly ser,
ion contemplates a finding tha .
:'leofrelrs to alli;eal estate trading board games and no% }tlti)sgir; ‘
individual game emanating from a single source. :

Thirty-two percent of those interviewed chose the first alterna-
sixty-five percent chose the second.
The Distriét'Court had rejected the motivation survey because it
wds inherently biased toward a favorable outcome for Anti-Monop-
ly; Nonetheless, the Ninth Circuit disregarded evidence that most

r than a product from a si
; U.S.P.Q. 349 (2d .

in Industries, Inc., 321 F.2d 577, 138 :

éil,gdfg&)[;nDl;ngnt Co., v. Waxed Products Co., 85 F.2d 75, Tk

'30 U.S.P.Q. 332 (2d Cir. 1936); Bayer & Co. v. United Drug The Anti-Monopoly decision was imm

t it describes all board ;& scholarly criticism. When Parker Brothers appealed the deci-
oD I re e eatate trading but rather that is the 13S0 to the Supreme Court, no fewer than five ,°jfanlzatlons sought
games involving real estate tradlrig l;loall"(al game produce file amicus briefs in opposition to the Anti- onopoly. decision’s
e of P s an%}:lery ll)){,'p}l ?1rnderstanding is that Soning. The Bar Association of the District of Columbia and the

i company. The public's t 7
ggretlisarllgxl'egamepis zalled Monopoly and that game is pr

found that Monopoly was generic and no longer a valid trade-

ediately greeted with public

SRS bioncyated ih inth Circuit decision
has dically alters established trademark law In a manner having
duced by a single m%nufacturer. Thieggggfig%?&ogﬂgle of. mmediate adverse consequences. on the public and on trademark A
not become ug((;inexﬁc tor dthri a(:rCi(m;T;C;n ains valid [Footnote gmers. Amicus Curiae B;'}ef, P 3 The United States Trademark
the article and the trade o ~ .
omitted.] L : : he significance of the case goes far beyond the issue of
: determined that ! . A
On the ﬁrét Oft tﬁv% ?&22?)1;iégethlguglgrllesilgggéz steandard and re- ‘whether Monopoly is a trademark, USTA is convinced that
the District Court ha

i ircui the Monopoly tradé
. The Ninth Circuit held _tha_tt o
manl((iev(viogig gzssalid only if the primary s1gn1ﬁ(i‘ance :(ti" lf(l;te g:f?
::Illlzrminds of the consuming J{)lubhc \;ven}nrclotvt ge ?z:ral L ub L
of the game. Anti-Monopoly, . V.
ggi;?efnc., O (9t(1:1 Cn;. 1}3:—'173 )f;he above test in conformify -
On remand, the 1311str10tk lglvlvr and determined that the mar] - ies of t} poly holding are several
with traditional trademar ily by the public as signifying a-pi t; the Ninth Circuit failed to recognize that a trademark does
o o Bengle 0 anartiyways therefore, not generic. 515 Jeg automatically become a generic designation simply because the
Su fmm8aD?lggl(elasloullgzglfrkfter the District Court hgalt?lq neismdroduct on which. it is.used is
S}lllpri\./lgéopg)h} r.nark; the Ninth Circuit agam‘ovti:r#;gdbecgm
f:o?lrt’s factual findings and decreed that the mar i

-the decision stands as a threat to the validity of many im-
_ gox.'t?nt 2aalild widely used trademarks. [Amicus Curiae
-Brief, p.-2.] - :

B. FALLACIES OF ANTI-MONOPOLY DECISION
e basic fallacies of the Anti-Mono

ex] ngfc‘iyxlnn'%t a(li . prpfgluct v;hile at the same time indicating its
. t formulated and: Mirce. 1itedly, 1t a product is unique, it is more likely that the

neric. 684 F.2d 1316 (9th Cir. lgii)l;tzg eaurlsadical departure: ifofi} emark adopted and used to identify that product will be used

plied by the Ninth Clrc%{lt1 repl'i?he Ninth Circuit ignored a bri t were the identifying name of that product. But this is not

the establii};,egeﬁ':éle‘?;gg b ;V:}-le District Court that showed lusive of whether the mark

name surv

th ercent of the public recogni_zed quopczlytageg :)}:'::1
i rr??f I;ng a single producer. The Ninth Cu'c(\in s iat ed that he
Ege N{onopoly board game wals)lg. un_1t<%lu§:t spg)n glcet’producer
e : o
linked in the minds of the public Yve S e D tesalovaritil
the results of the brand name survey e e o sondilh
i Circuit relied on a “moti _ nducy
iteilr’xtti}-llslclfrllg}:(}:ly,lfnc. which asked consumers wltmhtgi th:s {{ i
igg statements best expressed their meaning when they asxeqg
i store: , )
purcha(s:) Mfr\:;)ftﬁlg llirllwa a Parker Brlt{)th%'s t\lrfrm’ogrgg Sc::’%lor
i because I like Parker Brothers ,
tra(l%;n‘glgzm a Monopoly game primarily bes:tausl(ic%1 a(l:r:r b
ested in playing the game of Monopoly. I don’t m 1
makes it.”

f term to the consumer. If the term
miicates a product of a single producer to the consumer, it is a
rademark, :

hermore,.tht_e Ninth Circuit failed to grasp that a term may
n as an indicator of source (and therefore as a valid trade-
even though consumers may not know the name of the

acturer or producer of the product. The trademark serves to
re the consumer that the product is of uniform quality and
geriormance and that it comes from a sj

: ) ngle source even if the
tity of that source is not known.

ally, the cqurt’s use of the so-called “motivation survey”’ or

plivtivation test” was unprecedented, irrelevant, and contrary to
hsh(i;i la.vxtr: and principles for determining whether a valid
ark exists. :
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~ C. PROBLEMS WITH ANTI-MONOPOLY DECISION e

tancelled. In introducing this legislation, Senator Hatch recognized
the importance of timely action: C

I fear as do many others that without this amendment
- ‘many more trademarks are on the brink of extinction.
. Must we wait until the numbers increase into billions of
* dollars worth of damages to respectable established manu-
facturers before we act or do we cure the problem now
" when it comes to our attention, when it has just begun to
hurt our respected trademark owners. 129 Cong. Rec.
§8186 (June 9, 1988, daily ed.). - :

‘Following widespread discussion of this legislation among the
trademark bar and affected industries, Senator Hatch introduced a
version of his legislation on October 21, 1983. This bill, S. 1990,
18 cosponsored by Senator Patrick Leahy (D-Vt.), Senator Strom
Thurmond (R-S.C.), Senator Paul Laxalt (R-Nev.), Senator Robert
Dole. (R-Kans.), Senator Alan Simpson (R-Wyo.), Senator Charles
Grassley (R-Iowa), Senator Dennis DeConcini (D-Ariz.), Senator
Max Baucus (D-Mont.), Senator Howell Heflin (D-Ala.), Senator
James McClure (R-Idaho),. Senator Jesse Helms (R-N.C.), Senator -
Edward Kennedy (D-Mass.), Senator John East (R-N.C.), Senator
Jeremiah Denton (R-Ala.), and Sehator Pete Wilson (R-Calif.). In
his introductory statement, Senator Hatch clearly stated the
narrow and precise intention of this legislation: . '

The Anti-Monopoly decision has left the current status of the pri
mary significance test unclear. While Anti-Monopoly was only on
decision at.the appellate level, it was rendered by an influen
court in the largest federal circuit and has since been cited t
courts in other circuits. See, e.g., Eastern Air Lines, Inc..v. New
York Airlines, Inc,, 218 USPQ 71, 76 (S.D.N.Y. 1983): Nestle Contga“'
ny v. Chester’s Market, Inc., 571 F. Supp. 763, (D. Conn. 1983 :

-also continues to be relied upon by the Ninth Circuit. See Park:
Fly, Inc. v. Dollar Park & Fly, Inc., 718 F.2d 327, 330 (9th Cir. 1983
Prudential Ins. v. Gibraltar Financial Corp., 694 F.2d 1150, 115
(4th Cir. 1982). o

Currently;. there is much disagreement over the status of the
cision both within and without the Ninth Circuit, but it has bes
unanimously criticized by every commentator discussing -it. See
e.g., Greenbaum, Ginsburg & Weinberg, “A Proposal for EYalua
ing Genericism After ‘Anti-Monopoly,’” 73 Trademark Rept'r 10
109 (1983) (“the Ninth Circuit opinions fester with erroneous anal
sis”); Hewitt & Krieger, “Anti-Monopoly—An Autopsy for Trad
marks,” 11 Am. Pat. L. Ass’n J. 151, 156 (1984) (“the Ninth Circu
made fundamental errors in its interpretation of trademark la
and relevant evidence”); Note, ‘“Genericide: Cancellation g‘f aR
tered Trademark,” 51 Fordham L. Rev. 666, 671 (1983) ( even tha
strongest trademarks are threatened by the purchaser motivati
test”).. k i e

One lower court that refused to follow the Anti-Monopoly de¢
sion noted the potential harm that might be caused were the Ninf
Circuit’s reasoning perpetuated:

. By my perception, this reasoning would invalidate many
if n};t fngst ofP the major American Brands. Well-estab-
lished trademarks that, like Monopoly, seem more. likely
‘to suggest the product than: the producer would. include
Anacin, Bufferin, Tylenol, Excedrin, Ivory, Dove, Oxydol,
Comet, Ajax, Woolite; Joy, Lysol, Raid, Q-Tips, Coppertone,
Ban, Modess, Kotex, Playtex, Digel, Pepto-Bismol, Crest;
Aim, Pepsodent, Polident, Lavoris, Scope, Dentyne, Sanka;
Visine, Old Spice, Trojan, Chevrolet, Ce}dlllac, Lincoln;
Mercury, Plymouth, Lucky Strike, and Winston, to name
only a few. If the Ninth Circuit’s view correctly states the
law, to say the very least a major segment of the Ameri
can merchandising industry and its lawyers have been op-

erating under a drastically mistaken understanding.

Osawa & Co., v. B&H Photo, 83 Civ. 6874 (PNL) (S.D.N:Y. May 2
1984) at 40 n.*. However, since the United State§ Supreme Cou
declined to review the Anti-Monopoly case, the various lower cour
have been left to decide on their own whether to embrace the infl
ential yet erroneous decision.

“.The'bill is not intended to effect important substantive
‘changes in the mainstream of trademark law. Thus its
- purpose remains primarily that of clarifying and rendering
' more precise in the statute what the law is today and
~should be in the years to come, undisturbed and undivert-
~ed by the troubling and potentially dangerous elements of
he- Antimonopoly case. '

29 Cong. Rec. S14378, S14380 (daily ed., Oct. 21, 1983). (Congress-
man Robert Kastenmeier (D-Wis.) introduced similar legislation,
HR. 4460, on November 17, 1983, and hearings were held on that
bill in the House on June 28, 1984.) _

-Hearings were conducted on S. 1990 by the Subcommittee on Pat-
ents, Copyrights and Trademarks of the Committee on the Judici-
ary on February 1, 1984. The lead-off witness at the hearing was
%rssistant Secretary of Commerce and Commissioner of Patents and

Trademark Association; Julius Lunsford, a private trademark at.
forney from Atlanta, Georgia; and Professor Kenneth Germain,
who teaches Intellectual Property Law at the University of Ken-
tucky. The witnesses unanimously favored congressional enactment
of the subject legislation. . :

The Subcommittee on Patents, Copyrights and Trademarks met
IV. HISTORY OF LEGISLATION , o % o e uy a ani
On June 9, 1983, Senator Orrin G. Hatch (R-Utah) introduced Ll'tavorably reported with an amendment in the nature of a sub

1440, to clarify the circumstances under which a trademark ma
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) t, .ap- ©_the'term is generic. See, e.g., Kellogg Co. v. National Biscuit Co.
g ttco, with a quorum presen 2 ’
The Senate Judiciary Conérrr!\ll:ﬁe{n"&e nature of a substitute by gUl.géOlll, 118 (1988). ' o
oved S. 1990 with an amen 4 on August 9, 1984. . specifies in several places that a mark is not invalid
R vote and without objection hear solely because the producer or the public uses the mark as a name
voice -of-a unique product or service. The bill also makes clear that an

0 . . A f ; .
V. AnaLyss OF S. 199 -otherwise valid mark is not invalidated solely because the manu-
nding sections 14(c) and 45 changes also correct the error of the Ninth Circuit in the Anti-
. have : . MR s .
(@) Clarify that a mark may ha oras the Ninth Circuit decision stated, whether the article or prod-
uct’ or service SO long as the mark serves als ighly confusing. Therefore, the proposed text. clarifies the statute
; ) o mar ;
(¢) Clarify that identification O aprOducer or producers b ‘As originally introduced, S. 1990 would have provided that a reg-
n by the consumer; du
known by tify the product. The Committee substitute changed the work
; ly dec . :
test. t overrule the Anil Monopozy 2 erception of the mark, evidence that the mark is used and pro-
i 1id trade '
ot Monopoly 1s & V& AP

. i enerated by Anti cturer or the public utilizes the mark in referring to a product of
S. 1993 drectl'ﬁzst%l: fi;ﬁ-ﬁixsxg)jgrgreasoning errors rvice. This is the widely accepted “dual function” analysis. These
rectly addressin
The bill does s0 by ame to " e onopoly decision by not subjecting the product or service market-
Act (16 US.C. §§ 1064(c) and 1127) a “dual purposz ¢ :}f;%%%dé ‘ed under a registered mark to an analysis of whether it is unique,
‘ i d indicating the source ‘ s th d
i oods and services an o -uct is its own genus or a member of a species. The factual analysis
fying gviceS" . : identity a unique prod of whether a groduc’c is its own genus (ﬁ* member of o5 i
and stg‘l & that a mark may serve to iden { o dentify 2 - p g a member of a species is
(b) arily 0 RleMReN- ‘ fy h .
ice; make it clear that the test used by the Ninth Circuit should not
single source of the product or SE7 k with a source do used in future trademark proceedings.
3 ; f a . b :
ire that the identify © S tered mark is not to be deemed the common descriptive name of
mot roq angd . ation test” in determinid roduct “merely” because the mark is used as a rrl)ame of or to
Prohibit the use of the motlfvith:o““ primary significan
rohibit ) , :
ge(iz,ricism, and reaffirm the use 0 o “merely” to “solely” to make clear that while use of a mark to-
isic}n fsatocge entify a unique product is not determinative of the purchaser’s
s NO ¢ : ;asoning 1n tna " A
S.t' 1291(1)1 %ﬁgt case. The bill overturns the reas g , ed as a common name may be probative on the issue of generic-
gﬁi ?ta does not say whether or n O ntended to éss. See, for example, Bayer Co. v. United Drug Co., 272 Fed. 505

RIS

-Monopoly b}’ di-
of that decisio
of the Lanham

: “this- 1eg‘151a_tion'is no a mark which ] SD.N.Y. 1921). The central inquiry remains, both before and after
och‘llil&g:;II&ozgét for resolv(llng \haha::tt g?&geltlﬁet% atent expires an his legislation, whether the primary significance of the mark is to
t N . tente prO u : " :
used to identify a pa

dentify a product which comes from a single source—though the
roduct be unique or the source anonymous—as opposed to identi-

are free .
other manufacturers ying the product itself.

In summary, S. 1990 does not create new

rather reafﬁr_ms an : . Monopo
Standafr%:;i}l):rti;rk law existing before thebﬁ{g‘ agsure
gl‘fghqdaﬂﬁcaﬁon and t?aﬁgrvr‘;ﬁgﬁlelgninate the con g
i ircuits an jurists -and,
among the various c11rc uits g ot only among > and
uncertainty currenatmy - erchants who must change e
the Anti-Mo’
T};9larsl;r\;‘:§iczfoif thzngrroneous theory underlying the s
eting - : »

nopoly decision is maintained.
A. DUAL PURPOSE AND UNI

i i ly explicitly reco:
ile the court 1n Anti-Monopoty €
fu‘r):lc}tliléi” of a trademark, it determine

Parker'BTOthers" board game ear that whether a P

o is cl ;
appropriate. Howevel;,V }lltether a term associated

does not determine W neric designation. Most,

. ge!
functions as a trademark or as & Ig}lote their products as uniqu

in fact, attempt to market and promy whether the primary st

uestion 18 > > prim ot
some way, The 1mporttl?;1 1:rcglevant consuming public 18 to ide

cance of the term to ingle, albeit anonymous, sour

B. UNKNOWN PRODUCER

he bill clarifies the Lanham Act to recognize that the identity
a specific producer of a good or service is not required to be
known by the consuming public for trademark protection to
atdhere. This is accomplished in Sections 2 and 3 of the bill by
amending the definitions of “trademark” and “service mark” in
Section 45 of the Lanham Act to clarify that a mark need only
‘identify the source of the goods, even if that source is unknown.”

fusion

QUE PRODUCTS

C. PURCHASER MOTIVATION

s stated above, one of the major criticisms of the Anti-Monopoly
ision is its use of the so-called “purchaser motivation” test.

e the Ninth Circuit was clearly trying to develop an objective
tot help it in making a factual determination of whether a
k was generic, the test it chose was misguided and irrelevant.
hile it may not ordinarily be the province of legislation to specify
e methods by which a finder of fact makes its determinations,

e use of the “purchaser motivation” test exceeds the bounds of

emanates from a S se, if the public pri: grely an improper test; rather, it shows a disregard for the basic
E?"&%cxll;v}t%c?d ntify the product itself. Of couII‘)ro duct, rather thar poses of trademark protection. As such, the Committee con-

. marily understands the term as identifying 2

ymous, Source
a product emanating fr ‘

udes that it is necessary to clarify and reaffirm that the test for
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genericism is whether the relevant consuming public perceives 8
mark as an indication of source. S

S. 1990 amends Section 14(c) of the Lanham Act explicitly to pr
hibit a “purchaser motivation” test in determining genericism: In-
addition, the bill amends Section 45 of the Act by prohibiting a
“purchaser motivation” test in the determination of whether a

Teported b ‘ ttee on th |
95 0 y the Senate Committee on the Judiciary, August 3

1390 would clarify the ¢ ‘
¥ the test used to determin ot
has become the descriptive name of l;lrllneaz"’:i}::itahgf' ()sg?xggea

e t1on irom the Patent an « ,
mark had been abandoned. The latter prohibition is necessary .ﬂfﬁgg:g‘}t enactment of Sf 1990 would n((i)trl;?:s(‘ile]??rk Office, we
since one definition of abandonment includes the loss by a mark o you wis%mf’er nment, or to state and loca] gover ey cost to
its significance as an indication of origin. To the extent that this provide them urther details on this estimate, we ‘:,lirﬁe}?ts'». '
significance is the same-concept as that used to determine generi- : _ TR be pleased to

cism, the Committee believes it important to specify here as well as- incerely,
in Section 14(c) that a purchaser motivation test is inappropriate. '

‘ | 'RUDOLiJH G PENNER
VIIL. ReGuraTtory ImpPAcCT ST |

. ATEMENT
In compliance with

Rules of the Senate t}L;aragrap h 11(b), Rule XXVI of the Standi
) o \ : d
cant additiona) !‘egulatgrgoi?nmlttee has concluded that no Silénlinﬁ%

out th isi h mpact would be i ; :
e provisons of this logislation dhage ol r 7, SATVNE
i A rivacy : . oo 10na
E there would be 2o aqitional popect o P20ies or individusls and
VIII. CHANGES v EXIsTING Law

In complian i ;
ues of the s‘éeng?fh ranges I exti

D. SINGLE SOURCE

References to the fact that trademarks serve to indicate a “single
source” should not be construed as inconsistent with the estab-
lished “related company” doctrine embodied in 15 U.S.C. §105
This doctrine recognizes that where a mark is used by a licensee or
related company of the trademark owner, and the owner exercises
proper control over the nature and quality of services or products-
sold under the mark, all use by the licensee or related company
inures to the benefit of the trademark owner. The mark still func-
tions as an indicator that goods or services emanate from a single
source, even though more than one person or company is involve
in using the mark. Thus, this legislation would not impair the right
of franchise organizations and other licensing organizations to con-
tinue using their marks in accordance with established law and
practice. . ‘

d] and exiope ] new matter printed in italic
4 g law in which no change is proposed is sshgl\;lg Gilr;

E. PROSPECTIVE APPLICATION v Acr oF JuLy 5, 1946

The Committee has frequently expressed concern over legislation:
with potentially retroactive application. It is thus important to.
note that the Anti-Monopoly litigation has been concluded. This
legislation is not intended to be retroactive in effect as to the par-
ties to completed litigation. Since the bill is intended primarily to.
restate and clarify existing law already applicable to pending cases;:
the legislation will apply to cases where there has no final judg-
ment. Such application is not a form of retroactivity. :

SECTION 14

EC >titlon to cancel a regj i
g the grounds relied upon, may, upofg;it;rantégltl gft: ?htlen ;ﬁg’

e registration of o AL Otlalheves tl;at_he 1s or will be

VI. CosT OF THE LEGISLATION ©) at any t * . .

2 y time if the regist *
In accordance with paragraph 11(a), rule XXVI of the Stan sKriptive name of an articl%lsosrsegb;?:;k becomes the common de-
Rules of the Senate, the Committee offers the following repo: Iisregistration was obtained fraudu) Ceﬁ or has been abandoned,
the Congressional Budget Office: - ions of section 1054 of thi SRLy or contrary to the pro-

U.S. CONGRESS,
CoNGRESSIONAL BUpGET OFFICE, - der, o ” . ’
Washington, DC, September 19, 1984 nission of tie s . registered mark is being used by, or with 1.
Hon. StroM THURMOND, -

Chairman, Committee on the Judiciary,
Dirksen Senate Office Building, Washington, DC.

Drar Mr. CHalrMAN: The Congressional Budget Office has
viewed S. 1990, the Trademark Clarification Act of 1983, as ordered:

¥ *
*

registered mark shall not be deemed

ame Ofgoods or 1
services
a name Of.("' to 1 y L solely beEa

*
* * %

to be the commeo ;
n descrip-
use such mark is glso uslétc]i

entify a unique product or service. The primary
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significance of the registered mark to the relevant publtc rather : j
than purchaser motivation shall be the test for determining whether -

the registered mark has become the common descriptive name of :
goods or services in connection with which it has been used. ;

SECTION 45 1
Skec. 45. In the construction of this chapter, unless the contrary is a:
plainly apparent from the context—

* * * * * * *

[The term “trade- mark” includes any word, name, symbol or;
device or any combination thereof adopted and used by a manufac: -4
turer or merchant to identify his goods and distinguish them frofn
those manufactured or sold by others.]

The term “‘trademark” includes any word, name, symbol Gi’
device or any combination thereof adopted and used by a manufac-§
turer or merchant to identify and distinguish his goods, including ¢
unique product, from those manufactured or sold by others and to:
indicate the source of the goods, even if that source is unknown. 7

[The term “service mark” means a mark used in the sale or ad«%
vertising of services to identify the services of one person and dis- 4
tinguish them from the serv1ces of others.] ?

The term “service mark” means a mark used in the sale or advery-’
tising of services to identify and distinguish the services of onez
person, including a unique service, from the services of others and tg.
indicate the source of the services, even if that source is unknowni;
Titles, character names and other distinctive features of radio ora
television programs may be registered as service marks notwith-;
standing that they, or the programs, may advertise the goods of the
sponsor.

* * * * * * . *

A mark shall be deemed to be “abandoned”

resume. Intent not to resume may be referred from circum:
stances. Nonuse for two consecutive years shall be prima faci
abandonment.

acts of omission as well as commlssmn, causes the mark to losef
its significance as an indication of origin. Purchaser motivation
shall not be a test for determining abandonment under tv"
subparagraph.

* . * * * * ®



